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Applicant's response of 2/16/05 has been entered. Currently claims 1-41 are 
pending. The examiner will address applicant's remarks at the end of this office action. 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basisJor the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claim 33,34,36-41, are rejected under 35 U.S.C. 102(b) as being anticipated by 
Carrithers et al. (5689100). 

For claim 33,37, Carrithers discloses registering a participant in a loyalty program 
as claimed. This is the debit card account of Carrithers. The providing of authenticating 
information is done when the debit card is being used (card has been swiped for a 
transaction). The selecting to redeem loyalty points is the use of the debit card itself, 
which means points will be used. The points are retrieved, converted to a currency as 
claimed and the number of points is deducted from the points balance. The claimed 
secondary transaction number is considered to be a transaction number like a receipt 
number, invoice number, etc.. The currency value (loyalty points) is credited to a 
financial account because the merchant processing the transaction is credited with the 
currency value in a merchant account. The language "to offset an executed charge" is 
nothing more than the intended use of the "posted to a financial account step" and is 
satisfied by Carrithers. 
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For claim 34, the examiner considers a debit card transaction to be "on-line". 
The transaction is processed between computers connected to another, which is 
considered to be an "on-line" transaction. 

For claim 36, much prior to the filing date of the instant application it was known 
to do shopping on the Internet. This is a computerized shopping network. When the 
user decides to use their debit card to process the transaction, this is in essence a 
request to use any loyalty points to facilitate the transaction. 

For claims 38-41 , the user interface is considered to be the device that the debit 
card of Carrithers is processed on (i.e. card reader). The specifics of the shopping 
network are given no patentable weight because it is not part of the claimed invention. 
The shopping network is the intended use of the user interface. The debit card of 
Carrithers is fully capable of being used in a shopping network as claimed. The loyalty 
program system is 124; the transaction account system is 122. The conversion system 
is the part of the system that converts points to currency. The middleware is also 
disclosed by Carrithers because the system can invoke the conversion system, and 
send and receive transaction details as claimed. The system of Carrithers does exactly 
what is claimed so it clearly has all of the systems claimed (which can be just individual 
portions of computer code). The limitation of "wherein said currency value is exchanged 
to offset an executed charge" is directed to the intended use of the system and defines 
no further structure to the system. The article claims will not be considered to define 
over the prior art by reciting limitations directed to the intended use of the system. 
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3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

5. Claims 1-22,24-32,35, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Carrithers et al. (5689100). 

For claims 1,2,5,6,9,24,25,27-31, Carrithers discloses a method of converting 
earned loyalty points to currency and crediting the currency amount to the debit card of 
the user. The step of communicating with the participant is done when the user is 
conducting a transaction with the debit card. The user is given an indication if the 
transaction is approved or not. Carrithers discloses that a computer system looks up 
how many loyalty points the user has and converts those points to a currency value to 
be credited to the user's account. See column 7, lines 4-9 and column 7, lines 22-23. 
Carrithers does not disclose that the points are held in one database account and the 
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credit is given to a 2 nd account (the debit card account). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to store the loyalty 
points in a first database account, with the converted currency value being credited to a 
2 nd account (the debit card account). When the credit is applied to the debit card 
account it is offsetting the purchase charge as claimed. Carrithers discloses the storing 
of loyalty points, retrieving that information, and converting points to currency as 
claimed. Having the points stored in a separate database account from the debit 
account itself is considered obvious to one of ordinary skill in the art. 
For claims 3,7, a debit card is a "stored value card". 

For claims 4,8,32, it is well known that people buy gifts for themselves and for 
others (birthday, Christmas, wedding, etc.) so when a user buys a product using the 
debit card, that product is considered a gift. The product can be a gift for someone else 
or themselves. Also, the term "gift" is just the intended use of the product and in the 
opinion of the examiner does not serve to further distinguish any product from other 
products. All products are capable of being considered gifts. 

For claims 10,26,35, not disclosed specifically is a wireless network. It is old and 
well known to use a wireless network such as a satellite dish to transmit data. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to use the invention of Carrithers in a wireless network where a satellite dish is used to 
transmit data so that the incentive program of Carrithers can be used in the wireless 
network. The type of network the method of Carrithers is used in can be both wired and 
wireless and the invention will perform the same regardless of which is chosen. 
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For claim 1 1 , because the user has a debit card they have already been 
registered in the loyalty program and authenticated as claimed. The loyalty account has 
been addressed for claim 5 previously. 

For claim 12, the third party is considered to be the debit card company. 

For claim 13, much prior to the filing date of the instant application it was known 
to do shopping on the Internet. This is a computerized shopping network. When the 
user decides to use their debit card to process the transaction, this is in essence a 
request to use any loyalty points to facilitate the transaction. 

For claim 14, during the course of a transaction it is considered inherent that the 
user with be given information such as the price. This information is sent to the debit 
card company and will include the account number. 

For claims 1 5,1 6, Carrithers discloses that a computer will determine if there is 
sufficient balance (with or without any loyalty points) to cover a given transaction. If the 
amount is enough to cover the transaction, the transaction will be approved, and if the 
amount is not enough, the transaction will be denied. 

For claims 17,18, charging the debit card for the transaction is inherent in a debit 
card itself as well as the generation of a billing statement. 

6. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Storey 
(5774870) in view of Carrithers et al. (5689100). 

For claim 23, Storey discloses an online store that allows customers to purchase 
products on-line and use their loyalty points earned to get a prize product. The 
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customer accesses the on-line store by the Internet. Storey discloses presenting an 
online catalog as claimed. Storey does not disclose the use of loyalty points where the 
points are converted to a currency and credited to a financial transaction account. 
Carrithers discloses a debit card that credits the customer with points for purchases 
made. When the customer uses the debit card, any points available are converted to a 
currency value and credited to the debit account. It would have been obvious to one of 
ordinary skill in the art to allow a customer to make a purchase in the on-line store of 
Storey with a debit card as disclosed by Carrithers. When a customer selects a product 
for purchase and uses the debit card, they are using their loyalty points (points from the 
debit card). The steps of retrieving loyalty point information is disclosed by Carrithers 
and takes place when a transaction is occurring. Carrithers converts points to currency 
and credits the debit card account the appropriate amount of money the points equal to. 
The step of invoking a conversion processor to calculate the number of points needed is 
done by the customer. When a customer knows that they have accumulated loyalty 
points equal to $50, and purchases an item and costs $50, this satisfies what is 
claimed. By using the debit card to make the on-line purchase the customer is choosing 
to pay with loyalty points, where the points are converted to a credit and credited to the 
customer's debit account. The language "wherein said currency credit is applied to. 
offset an executed charge" is nothing more than the intended use of the "posted to a 
financial account step" and is satisfied by the prior art. 
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7. Applicant's arguments filed 2/16/05 have been fully considered but they are not 
persuasive. 

With respect to the arguments for claims 33,34,36-41 , applicant has argued that 
Carrithers has only one account and that the points must be immediately available for 
conversion. The claims recite no such limitations and this aspect of the argument is not 
considered to be commensurate with the scope of the claims. With respect to the 
newly added limitation of the posting to a financial account, this has been addressed in 
the prior art rejection and no further comments are deemed necessary by the examiner. 
The arguments are non-persuasive and the rejection is deemed proper. 

For the argument concerning the rejection under 35 USC 103 in view of 
Carrithers, the argument is found to be non-persuasive. The argument that Carrithers 
converts the points before payment is authorized is not commensurate with the scope of 
the claims because the claims contain no such limitation. As the examiner has set forth 
the rejection the currency value is credited to the debit card account and this will offset 
the charge to the debit account for the transaction being conducted. With respect to the 
argument overall, the examiner considers the use of more than one account to be 
obvious for the reasons set forth in the rejection. Based on applicant's argument, would 
the use of a 3 rd account result in a patentable invention? The examiner is not going to 
issue a patent for claims directed to the same method as disclosed by Carrithers where 
the only difference is the storing of the points in one account and the crediting of the 
debit card account with the currency value. What is so special about having a 2 nd 
account? Why does the 2 nd account result in a patentable invention? No persuasive 
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argument has been presented explaining why this feature is so important and defines a 
patentable invention. The prior art teaches the conversion of loyalty points to a 
currency and the customer getting credited with the currency value to make a purchase. 
An accountant could probably figure out 100 ways to work the crediting on the books 
but at the end of the day the result is the same, namely that the customer is credited 
with the value of the converted points. The argument is non-persuasive. 

For claim 23, the argument is non-persuasive. The added limitation is directed to 
the intended use of the crediting step and in the opinion of the examiner does not 
change the claim much if at all. The prior art rejection results in a credit (from converted 
loyalty points) being given to the customer account. If the customer were to make a 
purchase on a Monday and then makes another purchase on Tuesday where loyalty 
points are being used, one can consider the crediting of points on Tuesday to be 
offsetting the charge from Monday. The prior art rejection is deemed to be proper. 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis Ruhl whose telephone number is 571-272-6808. 
The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on 571-272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




DENNIS RUHL 
PRIMARY EXAMINER 



